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This is an appeal fromthe final rejection of clains

19 through 28. dains 1 through 18 and 29 through 36 were

non-
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el ected clains. They stand w thdrawn from consi derati on.
The claimed invention is directed to a business card

storage and retrieval systemand the nethod for storing and

retrieving business cards. The apparatus consists of a
plurality of business card holders of rectangul ar sheet form
havi ng a depressed area thereon of generally the size of a
rect angul ar busi ness card. Holes are provided in the card
hol der for nounting the corners of the business card.

The invention can be further understood with
reference to the appeal ed clains appended to appellant's
brief.?

The references of record relied upon as evidence of

obvi ousness ar e:

Hanson 1,867, 218 July 12, 1932
McCabe 2,637, 325 May 5, 1953
Gol drman 3,496, 665 Feb. 24, 1970
Fi nger 4,949, 484 Aug. 21, 1990
Ri stucci a D- 310, 098 Aug. 21, 1990

1'W note in claim19 the recitation that card hol ders are
arranged in a row, side by side. In our view, the cards are
arranged in a row, front to back.
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THE REJECTI ONS
The following rejections are before us on appeal.
Clainms 19 through 23 stand rejected under 35 U S. C
8§ 112, second paragraph, as being indefinite for failing to
particularly point out and distinctly claimthe subject matter
whi ch appell ant regards as the invention. It is the view of

t he

exam ner that claim19 is unclear as to whether the claim
positively recites or clainms a business card in conbination
with the storage system

Cainms 19 through 21, 24, 25 and 26 stand rejected
under 35 U. S.C. 8 103 as unpatentabl e over Finger in view of
Ri stucci a and Gol dman. According to the exam ner, Finger
di scl oses a nounting device including guide rails for nounting
informational cards in a storage system The exam ner finds
that Ri stuccia discloses a business card hol der conprising a
thin sheet and a rectangul ar recessed area. The exam ner
states that Gol dnman shows the idea of placing holes in each

corner of a recessed area for allowng cards to be secured to
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the recessed area. |In view of these teachings, the exam ner
has concluded that it woul d have been obvious to nodify Finger
by placing a recessed area and holes in each corner of the
recessed area so that cards could be attached to the card
hol der for nore secure storage and retrieval.

Clainms 22 and 27 stand rejected under 35 U.S.C. §
103 as unpatentabl e over Finger in view of R stuccia and
ol dman, and further in view of McCabe. According to the
exam ner, MCabe shows the idea of placing slits extending
outwardly fromeach of the holes used to secure the corner of

t he busi ness cards.

Therefore, the exam ner concludes that it would have been

obvi ous to use the teaching of McCabe to nodify the hol es that

woul d retain the business cards to the business card hol ders.
Clainms 19 through 21, 23-26 and 28 stand rejected

under 35 U.S.C. 8§ 103 as unpatentable over Hanson in view of

Ri stuccia and Gol dman. Here agai n, Hanson shows anot her

nmounti ng device for nounting the business card hol ders.

Therefore, the exani ner concludes that it woul d have been
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obvious to mount the business card holders of R stuccia in a
hol der such as the Hanson hol der.

Clains 22 and 27 are rejected under 35 U.S.C. § 103
as unpat ent abl e over Hanson in view of Ristuccia, Goldman, and
further in view of McCabe. Here again, MCabe teaches using
slits that extend outwardly fromthe holes. The exam ner is
of the viewthat it would have been obvious to nount the
credit card holders of Ristuccia in the nounting system of
Hanson and to
provide the credit card holder with holes and slits as taught
by McCabe and Gol dnman.

As noted by the exam ner, clains 19, 20, 24 and 25
have been separately argued by appellant in the brief.

Therefore, the exam ner concludes that clains 21 through 23

will stand or fall
with claim19 and clains 26 through 28 will stand or fall with
cl ai m 24.
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OPI NI ON

We have carefully reviewed the rejections on appeal
in light of the argunents of the appellant and the exam ner.
As a result of this review, we have reached the determ nation
that the prior art establishes a prima facie case of
obvi ousness with respect to clains 19 through 23, 24 and 26
through 28. The rejections of these clains will be affirned.
We have further determ ned that the applied prior art does not
establish the prima facie obviousness of claim25. Therefore,
the rejection of claim25 is reversed. Qur reasons follow

It is our finding that both Finger and Hanson show
storage containers for the use of and retrieval of information
carrying cards. In Finger, Figure 13 shows a cabi net which
holds card retaining tray neans 80 with guide rail 92 nounted
on the
bottom thereof. Hanson discloses a file drawer with separate
i nformati on containing cards 47 held by guide rail pin 44,
Ri stuccia is a design patent show ng a busi ness card hol der

made of a generally rectangul ar sheet with outside di nensions
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greater than a business card. The rectangular area on the

sheet can be

enbossed therein as shown in Figure 13. The enbossed area is
generally the size of a business card to be attached thereto.
The busi ness card hol ders of Ristuccia show what appear to be
several nechanisns for attaching the card to the business card
hol der. Figure 7 appears to show holes and slots while
Figures 1 and 19 appear to show ot her hol ding neans. Finally,
t he exam ner has cited either McCabe or CGoldman to teach the
concept of corner holes to hold one sheet to another sheet
where the sheet is a nunmeral such as displayed by Gol dman, or
a photograph or a frane in an al bum sheet as discl osed by
McCabe.

In our view, the conbined teachings of these
ref erences, whether taken as Finger in view of Ristuccia and
ol dman, Hanson in view of Ristuccia and Gol dman, Finger in
view of Ristuccia, Goldman and McCabe, or Hanson in view of
Ri stuccia, Goldnan and McCabe, woul d have rendered the subject

matter of clains 19 through 23, 24 and 26 through 28 prim
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facie obvious to one of ordinary skill. Ristuccia shows a

busi ness card hol der

that is clearly manufactured to fit in one of the hol ding
devi ces disclosed by Finger or Hanson. Furthernore, the
busi ness card hol der of Ristuccia clearly has a rectangul ar
di mension which is placed inward parallel to the surface of
t he busi ness sheet by an anount approxi mately equal to the

t hi ckness of the busi ness card.

Finally, Ristuccia suggests several different arrangenents to
attach the business card to his business card holder. One
arrangenent in Figure 7 even discloses holes and a slot. Both
McCabe and Col dman al so show the holes to attach a sheet of
material to another sheet. |In fact, Goldman shows the hole in
a corner of a recess in the sheet for attaching anot her sheet
thereto. 1In view of these teachings, it would have been prim

facie obvious to attach business cards to the Ri stuccia

busi ness card hol der using the holes and slots taught by
ei ther Gol dman or McCabe and to place these card holders into

a nounting device as shown by Finger or Hanson. Wth respect
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to argued claim 20, we note, as stated by the exam ner, that
claim?20 is a product-by-process limtation that does not
serve to distinguish the subject matter clainmed fromthe

busi ness card hol der disclosed in R stuccia.

However, with respect to claim 25, the exam ner has
not provided any evidence that it would have been obvious to
manuf acture the business card holders as illustrated by
Ri stuccia froma conti nuous web by die cutting the web and
practicing the nethod clainmed by appellant. Certainly, the
appel l ant has stated in his specification that the die cut
apparatus is known in the

art. But the exam ner has not provided any evidence that it

woul d have been obvious to make the card holders from such an
apparatus. Reliance on appellant's specification for this
suggestion or notivation is not proper. Therefore, the
rejection of claim?25 is reversed.

Wth respect to the declaration submtted by the
appel lant, a copy of which is attached to the brief, the

declaration nerely states that appellant was only aware of
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three attachnment nethods for affixing business cards to

busi ness card hol ders. That the attachnment nethod appel |l ant

claims was not anong the commercial attachnment nethods

di scovered by appellant, runs nerely to the novelty of the

cl ai mred apparatus and nethod and does not pertain to the

obvi ousness i ssue presented by the rejections on appeal. 1In

no way can the declaration provide any evidence to rebut the

prima facie case of obviousness established by the exam ner.
Wth respect to the 35 U S.C. 8§ 112 rejection of

clainms 19 through 23, the exam ner states that it cannot be

di scerned whether the card storage and retrieval system

therein clainmed clains the conbination of the systemwth a

busi ness card or without. 1In our view, the reference to the

busi ness card in the body of the claimis nerely an intended

use or background environnment with respect to the system being

clainmed. W do not

find that such a recitation obscures the netes and bounds of

the clained invention. Therefore, the rejection of clains 19

t hrough 23 under 35 U.S.C. 112 is reversed.
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SUMVARY

The rejection of clains 19 through 23 under 35
U S C 8§ 112, second paragraph, is reversed. The rejections
of
clainms 19 through 24 and 26 through 28 under 35 U.S.C. § 103
are affirmed. The rejection of claim25 under 35 U S.C. § 103
i S reversed.

No time period for taking any subsequent action in

connection with this appeal may be extended under 37 CFR 8§

1.136(a).
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